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Introduction
One of the fundamental challenges in patent law arises from the difficulties associated with defining the types of inventions
that can be patentable. Patents confer exclusive, time-limited property rights to patent holders for their inventions, with the
underlying rationale to encourage or incentivize innovation. Patent holders are empowered to exclude others from receiving the
benefit of their inventions, and the public interest can be implicated as a consequence. As is the case with other property rights,
when the benefits to the public are sufficiently compelling, the government intervenes by, for example, taking private property
for public use, 1 or deeming a previously-granted claim to an invention to be no longer patentable. 2 Given the countervailing
considerations, it is hard to strike the appropriate balance between the claim of the individual inventor and the public interest
at large. This task is particularly difficult in the context of intellectual property rights, which are inherently less tangible than
real property rights.
*218 The genesis of the transitional administrative review program for covered business method (“CBM”) patents provides
an example of these challenges. As discussed in this Article, the program was created to provide a mechanism for alleged
patent infringers to obtain post-grant administrative review of those CBM patents that the U.S. Supreme Court deemed to be too
“abstract” 3 to be patentable. The program provides retroactive administrative review, with the possibility of invalidation, of
previously-granted patents. 4 In other words, the administrative review process empowers the agency to deprive an individual
of a claim of right. In view of the longstanding tradition that courts in this country decide “questions of right,” 5 the CBM review
program implicates significant issues about whether, and the extent to which, judicial review is available for the determinations
made by the agency under this program.
This issue arose in the context of Versata Development Group Inc. (Versata) v. SAP America Inc., SAP AG (collectively, SAP), 6
which involved the first CBM review proceeding conducted by the Patent Trial and Appeal Board (“PTAB”) of the U.S. Patent
and Trademark Office (“USPTO”). 7 This Article presents and analyzes the scope of judicial review of decisions made by the
PTAB in the context of Versata, in order to identify issues in this case of first impression and to propose alternative reasoning,
which could inform the analysis of similar issues arising with respect to this case 8 and prospective cases.
This Article proceeds as follows. Part I presents background information on the CBM review proceeding, other review
proceedings, and the applicable judicial reviewability provisions. Part II summarizes background information on Versata and
the Court of Appeals for the Federal Circuit's (“CAFC”) analysis in the case. Part III provides an in-depth analysis of the
presumption of judicial review issue in order to illustrate that the outcome, with respect to the circumstances in Versata, was
sound and consistent with applicable jurisprudence. *219 This Part proceeds to identify issues with the reasoning in Versata
and proposes alternative reasoning, which could help ensure that prospective cases produce sensible outcomes, taking into
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account the applicable legal framework and policy considerations. This Article concludes by highlighting the implications of
the jurisprudence of the Versata case.

I. A Brief Background on Covered Business Method Patent Reviews and on the Reviewability Provisions in the
Leahy-Smith America Invents Act
The Leahy-Smith America Invents Act (“AIA”), 9 which was enacted on September 16, 2011, established three administrative
trial proceedings 10 conducted by the PTAB that allow petitioners to challenge the validity of patents, with the goal of improving
the quality of the patent system. These consist of inter partes review (“IPR”), 11 post-grant review (“PGR”), 12 and *220 the
transitional PGR program for CBM patents, which authorizes review of certain CBM patents. 13
In 1998, the CAFC broadened the eligibility for patenting business method patents in State Street Bank & Trust Co. v. Signature
Financial Group, Inc. 14 This decision led to a proliferation of patent applications claiming patent-able subject-matter for
business practices, such as patents for the “printing of marketing materials on billing statements” or “interactive fund-raising
across a data packet transferring computer network.” 15 In 2010, the U.S. Supreme Court narrowed the eligibility for patenting
business method patents on the basis that certain business method patents are too “abstract” to be patentable. 16 Between 1998
and 2010, the USPTO issued a number of business method patents that could subsequently be invalidated on the basis of the
2010 Supreme Court decision. 17 As a consequence, owners of business method patents sued parties on the basis of alleged
infringement of business method patents and courts were burdened with the backlog of claims by alleged infringers regarding
the invalidity of such patents. 18 Senator Schumer, highlighting the urgency of the issue, noted that, due to the high cost and
lengthy duration of litigation, parties that had been sued for infringing invalid business method patents were forced to pay
millions of dollars in settlements. 19
In order to respond to these concerns, Congress created the CBM review mechanism (provided in § 18 of the AIA), with the
policy objective of providing a cheaper and faster alternative for challenging the validity of business method patents and to
reduce the burden on courts dealing with the backlog claims regarding the validity of business method patents. 20 CBM patent
reviews function as PGRs 21 (with certain exceptions), and proceed as follows. A petition for this proceeding can only be filed by
a “person or the person's real party in interest or privy [that] has been sued for infringement of the patent or has been charged with
infringement under that patent.” 22 A petitioner can challenge the validity of CBM patents on the basis of the *221 invalidity
of the patent or any claim or any ground specified as a condition for patentability, 23 or any claim for failure to comply with the
specification requirements of the written description of the invention, with certain exceptions. 24 A CBM patent is statutorily
defined as “a patent that claims a method or corresponding apparatus for performing data processing or other operations used
in the practice, administration, or management of a financial product or service.” 25 Patents for technological inventions are
statutorily excepted from the definition. 26 The statute does not define the term “technological invention;” Congress delegated
that task to the USPTO. 27 A CBM patent review must be completed within twelve months (extendable to eighteen months
with good cause). 28 The Director (of the PTAB) 29 may only institute a review if he or she “determines that the information
presented in the petition ... demonstrate[s] that it is more likely than not that at least 1 of the claims challenged ... is *222
unpatentable.” 30 The transitional CBM program has an eight-year life, with an expiration date of September 16, 2020. 31
Congress deemed this period to provide sufficient time for review of patents issued under the broad standard set by the CAFC
in the State Street Bank case. 32
CBM review proceedings, like the IPR and PGR proceedings, consist of two stages. The first is the initial decision by the PTAB
to institute review in response to a petition. 33 In making this decision, the PTAB must determine whether the challenged patent
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is a CBM patent 34 and whether the threshold for decisions to institute the review is met (i.e. whether it is more likely than
not that at least one of the challenged claims is unpatentable). 35 After the Director decides to institute a review, the review
proceeds to a trial before the PTAB, which concludes with a final written decision.
With respect to the availability of review, the ALA provides that “[t]he determination by the [PTAB] whether to institute a
[PGR] under [the institution of PGR] section shall be final and nonappealable”; 36 and that a party to the PGR may appeal the
final written decision of the PTAB to the CAFC. 37 Based on the language of the reviewability provisions of the ALA, it is
fairly clear that PTAB's decision to institute a CBM review is barred from immediate appeal and that the PTAB's final written
decision is appealable. However, it is less clear whether, as part of its review of a final written determination by the PTAB, the
CAFC may review the PTAB's determination at the institution stage that the patent under review qualifies as a CBM patent.
In other words, the scope of the permissible judicial review is unclear. This precise issue was presented on a first impression
basis in the Versata case. 38

II. Versata Development Group, Inc. v. SAP America, Inc. and SAP AG
A. Background
On April 20, 2007, prior to the enactment of the ALA, Versata and others sued SAP in the District Court for the Eastern District
of Texas for infringement *223 of the U.S. Patent No. 6,553,350 (“'350 patent”). The case proceeded to a jury trial, resulting
in a finding of infringement and an award for damages. 39 The district court upheld the jury's verdict for infringement of the
'350 patent, but reversed other findings unrelated to the '350 patent, resulting in a second jury trial for damages. 40 The district
court subsequently upheld the jury's award for damages. 41 SAP appealed the final district court judgment to the CAFC, which
affirmed the infringement verdict and damages award, but vacated the permanent injunction, and remanded to the district court
to enter an order consistent with the CAFC opinion. 42
On September 16, 2012 (the day the transitional program for CBM patents went into effect), SAP petitioned the PTAB to
institute a CBM proceeding of the '350 patent. 43 On January 9, 2013, the PTAB decided to institute a CBM review on the
following bases: (1) the '350 patent was a CBM patent within the meaning of the ALA; (2) the patent was not a technological
invention (a statutorily-stated exception to the definition of a CBM patent); (3) 35 USC § 101 (which specifies the types of
inventions that are patentable) is an applicable basis to challenge patents under these proceedings; and (4) “it is more likely
than not that at least 1 of the claims challenged in the petition is unpatentable.” 44 On June 11, 2013, the PTAB issued its final
written decision, finding the challenged claims to be unpatentable. 45 After unsuccessfully seeking rehearing of the final written
decision before the PTAB, Versata appealed the final written decision to the CAFC, resulting in this case. 46

B. Summary of the Court's Analysis of the Scope of Judicial Review in Versata
The CAFC held that, as part of its review of the final written determination, the court had the authority to also review the PTAB
determination that the '350 patent qualifies as a CBM patent at the institution stage. 47
*224 The CAFC initially clarified that the merits of the final written decision by the PTAB are on appeal and that it is not
called upon to review the PTAB's determination to institute a CBM review, noting that judicial review is barred in the latter
circumstances. 48
The CAFC proceeded to note three cases that construed a parallel statutory review bar under § 314(d) (which applies to IPR
proceedings) and arose in the context of interlocutory appeals of PTAB decisions on whether to institute IPR proceedings. 49
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In two of these cases, the PTAB declined to institute the proceedings, 50 and, in one case, it granted the petitioner's request
to institute the review. 51 In each case, the court held that immediate review of a decision to institute the proceeding is not
available. 52 Notably, in one case, the court distinguished the question of the availability of immediate appeal, which it was
deciding, from the question of review (such as an appeal from final written decisions), which it was not deciding. 53 These
cases clarify that the CAFC has narrowly decided that PTAB's decision to institute IPR proceedings, and, by analogy, CBM
proceedings, is not immediately reviewable, but did not foreclose the possibility of reviewing such decisions by the PTAB in
appeals from final written decisions. 54
The CAFC also commented on two other decisions, which arose in the context of immediate interlocutory appeals from district
court decisions, on whether to enter a stay of previously-commenced litigation relating to a patent while trial by the PTAB
involving a CBM review proceeding of that patent was underway. 55 In one case, the CAFC reversed the denial of the stay,
noting that the district court had erred to the extent that it had reviewed the merits of the PTAB's decision to institute review. 56
In another case, in which *225 the appellant challenged the legal grounds on which the PTAB instituted CBM review, the
CAFC affirmed the district court's decision to enter a stay, adding that “[a]ppellants might potentially challenge [the PTAB's
authority to conduct CBM review] in the context of a direct appeal of the PTAB's final decision.” 57 These cases (arising in
different factual contexts from those at issue here) reinforce the view that courts are precluded from reviewing the PTAB's
decision to institute CBM reviews prior to the consummation of the trial, and can provide support for the position that judicial
review of such decisions is available after the review has completed.
To determine the reviewability issue in Versata, the court stated that two related questions must be answered: “first, does
the § 324(e) judicial review bar permit judicial review, when conducted with regard to the final written decision, of PTAB
compliance with any requirement that involves the ultimate authority of the PTAB to invalidate a patent.” Second, if yes, does
the restriction of § 18 (the provision providing for the transitional CBM review program) on CBM patents constitute a limit on
ultimate invalidation authority. 58 The CAFC answered both questions in the affirmative. 59
With respect to the first question, the CAFC stated that the § 324(e) bar on judicial review of determinations about whether to
institute a CBM review, “does not by its terms apply to limits on the authority to enter a ‘final written decision’ invalidating
a patent.” 60 The CAFC opined that institution and invalidation are distinct actions, which remain distinct when, on the one
hand, the agency decides certain issues at the institution stage and at the final decision stage and, on the other, when the agency
follows a statutory directive to conclusively decide an issue determining “final-action authority” at the institution stage. 61
The CAFC further reasoned that reading the language of § 324(e) to preclude judicial review of “whether the PTAB exceeded
statutory limits on its authority to invalidate” would be inconsistent with the “tradition of judicial review of government actions
that alter the legal rights of an affected person [.]” 62 In this regard, the court cited Supreme Court precedent asserting that
“[a]n agency may not finally decide the limits of its statutory power” 63 and *226 emphasizing “the strong presumption
that Congress intends judicial review of administrative action[.]” 64 More specifically, the CAFC stated that, under the case
law, “when doubt about congressional intent exists, the general presumption favoring judicial review of rights-changing
administrative action” controls, which must be overcome by “clear and convincing” evidence. 65 The CAFC concluded that
“nothing in § 324(e) meets the high standard for precluding review of whether the PTAB has violated a limit on its invalidation
authority” under the CBM review proceedings. 66
With respect to the second question, in finding that the restriction of § 18 to CBM patents constitutes a limit on ultimate
invalidation authority, the CAFC reasoned that the transitional statutory regime was created for the purpose of providing a
channel to review suspect patents that qualify as CBM patents. 67 As its name suggests, the CBM review proceeding is only
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available for CBM patents. 68 As such, in the CAFC's view, the requirement that the patent at issue be a CBM patent “defines
the PTAB's authority to invalidate” under this regime. 69
Finally, in rejecting the USPTO's apparent argument that judicial review is only available for matters the PTAB is statutorily
directed to decide (which, in this case, is the PTAB's decision with respect to the patentability of a challenged claim 70 ), the
CAFC stated that the “statutory description of an agency's decisional duties does not necessarily define the scope of an appellate
courts ultimate merits considerations.” 71 Also, with respect to pre-AIA case law involving patent reexamination proceedings,
the CAFC noted that the jurisprudence made clear that “limitations on the scope of reexamination authority were reviewable
upon the final decision even though the USPTO considered such limitations solely at the initiation stage and initiation itself
was long held to be unreviewable.” 72 In light of the apparent similarity between the judicial review provisions in the statute
preceding the ALA and those in the ALA, the pre-AIA case law can provide support for the position that Congress did not
intend for the ALA. to preclude judicial review of the PTAB's decision to institute a CBM review upon the issuance of the
final written decision.

*227 III. Sound Outcome, Problematic Reasoning
This Part shows that the outcome with respect to the circumstances in the Versata decision was sound and consistent with the
applicable jurisprudence. However, as discussed below, the test applied by the courts (that the statutory review bar permits
judicial review, after a final written decision by the PTAB, of compliance with any requirement that “involves the ultimate
authority of the PTAB to invalidate a patent”) 73 can generate perverse results. This Part concludes with proposed reasoning,
which could help ensure that prospective cases related to CBM review proceedings produce sensible outcomes, taking into
account the applicable legal framework and policy considerations.
As discussed in Part II.B, the Versata opinion analyzed the statutory language, relevant cases, and the presumption of judicial
review. As stated above, the cases cited by the CAFC with regard to the parallel statutory review bar under IPR, the district court
cases involving interlocutory appeals of decisions to enter a stay of previously-commenced litigation, and the pre-AIA case
law, are not inconsistent with the decision 74 and can provide support for the position advanced by the CAFC in this case. The
proceeding Section provides an in-depth analysis of the presumption of judicial review issue, taking into account the statutory
language and focusing on the cases cited by the majority and dissenting opinion in Versata, in order to show that the majority's
finding was consistent with the substance of the analysis in the cases.

A. Presumption of Judicial Review Analysis
As stated in Part II.B., the CAFC stated that “when doubt about congressional intent exists, the general presumption favoring
judicial review of rights-changing administrative action” controls, which must be overcome *228 by “clear and convincing”
evidence. 75 In this regard, the Supreme Court has maintained that “[f]rom the beginning ‘our cases [have established] that
judicial review of a final agency action by an aggrieved person will not be cut off unless there is persuasive reason to believe
that such was the purpose of Congress.”’ 76 Indeed, in Marbury v. Madison, 77 the Supreme Court asserted that “[t]he very
essence of civil liberty certainly consists in the right of every individual to claim the protection of the laws[.]” 78 Recently, the
Supreme Court noted that “Congress rarely intends to prevent courts from enforcing its directives to federal agencies.” 79
Courts have found that judicial review of an agency determination is not precluded in cases in which an agency, in the absence
of an applicable statutory directive, interprets a term not defined by Congress; 80 the statute can be read to limit the types
of matters an agency is authorized to decide; 81 the statute provides manageable criteria from which to review an agency's
compliance with the statutory requirements; 82 and the statute can plausibly be read to bar review of only factual determinations
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and permit review of whether there has been, inter alia, an error “going to the heart of the administrative determination.” 83
On the other hand, courts have found that judicial review is precluded if Congress employs “unambiguous and comprehensive”
language to this effect; 84 the statute contains a finality clause and there is a history of *229 matters pertaining to the subject
matter of the statute to be unreviewable; 85 the statute strictly limits and defines the contours of judicial review; 86 and it is
clear from the structure of the statute that Congress only intended for certain individuals to be entitled to review and precluding
others from review will not threaten the objectives of the statute. 87 In several of these cases, as discussed below, the courts
took into account the legislative history and the effects of preclusion of judicial review.
Here, the ALA. review provisions do not preclude judicial review, in the context of an appeal of a final written decision by the
PTAB, of the PTAB's determination at the institution stage that the patent under review qualifies as a CBM patent because (1)
the statute can be read to not preclude such review; (2) the legislative history can provide support for this position; (3) the ALA
provides manageable standards of review; (4) the consequences of preclusion are substantial; (5) the availability of judicial
review would not undermine the objectives of the CBM review proceedings or those of the statutory scheme; and (6) the ALA
review provisions are distinct from those under which courts have found preclusion.

i. The Statute Can Be Read to not Preclude Review
In Bowen v. Michigan Academy of Family Physicians, 88 the Supreme Court found that Congress had not barred judicial review
of an administrative regime promulgated under Part B of the Medicare Program, which reviews the amount of benefits paid to
individuals, noting that the fact that the statute explicitly authorized administrative and judicial review of Part A of the Program
does not “impliedly foreclose[] administrative or judicial review” of Part B, 89 and that the statute did not speak to “the method
by which such amounts are to be determined.” 90 In Lindahl v. Office of Personnel Management, 91 the Supreme Court found
that a statute, which provides that an agency shall determine questions of disability and dependency and that such decisions
shall be “final and conclusive and are not subject to review,” bars review only of factual determinations, 92 but permits review
of whether there has been a “substantial departure from important procedural rights, a misconstruction *230 of the governing
regulation, or some like error ‘going to the heart of the administrative determination.”’ 93 In making this determination, the
Court noted the substantial preclusive effect of finding a bar on judicial review. 94
Here, as stated above, the applicable statutory review bar under § 324(e) provides that the PTAB's determination to institute a
PGR “under the [institution of PGR] section shall be final and nonappealable.” The language appears to qualify the application
of the finality language to determinations made at the institution stage of the two-stage proceeding. The reasoning in Bowen
can be applied in these circumstances by analogy, as there, like here, Congress created a mechanism through which individuals
can obtain administrative review of a previously granted right or benefit. 95 Following the reasoning in Bowen, the fact that
judicial review is not available at the initial stage does not imply that such review is foreclosed at the final stage of the two-step
proceeding. Also, following the textual interpretation of the statutory language employed by the court in Bowen, the statutory
language of the ALA simply does not speak to the reviewability of decisions to institute reviews upon issuance of the final
written decision.
Moreover, § 329 provides that “[a] party dissatisfied with the final written decision of the [PTAB]” may appeal the decision
to the CAFC. 96 A party may be dissatisfied with the final written decision for a number of reasons, including whether the
PTAB correctly determined, at the initial stage, whether the challenged patent qualifies as a CBM patent. In making the initial
determination in the context of a CBM review, the PTAB determines whether the applicable threshold for instituting review (that
at least one or more claims is unpatentable) has been satisfied 97 and whether the challenged patent falls under the definition
of a CBM patent. 98 An important difference between the two determinations is that, while the first is revisited and examined
over the course of the proceeding, the second (which carries significant legal consequences because a CBM review is not
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available for patents other than CBM patents) is conclusively determined at the initial stage. 99 If a party is dissatisfied with
the PTAB's determination on the patentability of the claim(s) at issue, the party has the ability to challenge that determination
in court. 100 On the *231 other hand, if a party is dissatisfied with PTAB's determination to qualify a patent as a CBM patent,
the party would be precluded from challenging that determination, simply because the decision was made at the initial stage
of the proceeding. 101
The Court's finding in Lindahl--that limited review was available under a statute that, by its terms, appeared to bar review 102 -reinforces the importance of allowing some form of review to ensure that the agency has not committed a grave error. Here,
by contrast, the statutory review bar does not apply by its terms to limit such review. In the context of CBM reviews, an
agency could substantially misconstrue the statutory definition of CBM patents or the regulations issued to define technological
inventions; 103 such errors could have particularly preclusive effects on parties to the CBM review as a patent's qualification
as a CBM patent forms the very basis of the review. In view of these consequences, the rationale for justifying the availability
of judicial review in the Lindahl case can be applied here to justify a finding that review of whether the '350 patent qualifies as
a CBM patent, in the context of a review of the final written decision, is not precluded by the statute.

ii. The Legislative History Can Provide Support For the Availability of Review
In Bowen, the Court noted that, according to the legislative history, Congress created the administrative review regime “to avoid
overloading the courts with trivial matters.” 104 In Lindahl, the court noted that the fact that Congress amended the statute to
explicitly provide for judicial review in certain cases did not evince intent to preclude review in other cases, because, in the
debate over the amendment, members of Congress noted that the limited form of review described above was available, thus
obviating the need for the amendment. 105
Here, the legislative history is relevant in part because, as stated above, the statute is unclear on its terms with respect to the
availability of review, in the context of final written decisions, of decisions to institute CBM reviews. On balance, the vast debate
on the CBM review provisions during the legislative deliberation of the ALA. can plausibly be read to support the position that
Congress intended for the availability of review in the circumstances at issue *232 in Versata. However, as discussed below,
there are reasonable arguments to support both sides of this position.
On the one hand, the congressional record provides that the CBM review program “creates an inexpensive and speedy alternative
to litigation [.]” 106 It would be inefficient, and would thus undercut the objective of providing a speedy alternative, for a court
to, upon the issuance of the final decision, reverse the PTAB's finding, at the initial stage, that the challenged patent qualifies
as a CBM patent. Also, unlike the claims at issue in the Bowen case regarding the sufficiency of benefits received, 107 claims
regarding CBM reviews do not seem to be minor or trivial; and unlike the legislative history of the statute in question in the
Lindahl case, 108 the legislative history here does not illuminate Congressional intent with regard to the availability of judicial
review. 109
On the other hand, however, in the legislative history pertaining to § 18, members of Congress repeatedly emphasized the
frequency with which CBM patents were being litigated and the resultant necessity to create an administrative regime to address
the issue. Representative Goodlatte noted that such patents are “litigated at a rate 39 times greater than any other patents[,]” 110
and Senator Cantwell stated that “more than half--of all the business method patent litigation” occurs in the Eastern District
of Texas. 111 These circumstances could justify the creation of an administrative review regime in order to reduce the burden
on courts, while maintaining some form of judicial review (for example, review of the manner in which the PTAB interpreted
the definition of a CBM patent) of the initial determinations upon the final decision stage. This position can be buttressed by
the fact that the definition of CBM patents was a topic of great controversy during the deliberations. 112 Several members of
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Congress reiterated their understanding that the CBM review program is to be narrowly targeted to address the issue of suspect
patents in a particular industry, while other members of Congress insisted that the definition of CBM patents is not meant to
be industry-specific. 113 This exchange indicates *233 that the manner in which the definition of CBM patents is interpreted
is relevant to determining consistency with Congressional intent.
Finally, as stated above, the pre-AIA case law apparently allowed review of initial determinations upon the issuance of the
final decision, despite the prohibition against review of initial determinations. The fact that the reviewability provisions of the
AIA were not a serious topic of debate in the legislative history evinces that Congress did not intend to change the operability
of the provisions.
On balance, the legislative history can be read to provide support for the availability of review.

iii. The AIA Provides Manageable Standards of Review
In Mach Mining, LLC v. EEOC, 114 the Supreme Court held that courts have authority to review whether the Equal Employment
Opportunity Commission (“EEOC”) has fulfilled its statutory obligation to attempt conciliation prior to filing suit for
discrimination. 115 The Court noted that, although Congress provided the EEOC with broad latitude, it did not deprive courts
of “judicially manageable” criteria to review compliance with the statutory requirements, as courts can review whether the
EEOC has made any attempt at all to conciliate and whether the EEOC has complied with the statutorily specified methods
for conciliation. 116
Here, like the statute in question in Mach Mining, the statutory definition of CBM specifies the kinds of inventions that fall
under the statute. 117 In view of the similarity, it can be argued that the AIA provides manageable criteria to assess the agency's
compliance with the statute. Furthermore, it is reasonable to maintain that the EEOC has broader latitude under the statute in
question in the Mach Mining case than PTAB does under § 18 of the AIA.

iv. The Consequences of Preclusion of Judicial Review are Substantial
In Lindahl, the Court noted that finding complete preclusion of judicial review of the administrative procedure would be
particularly problematic in circumstances in which a petitioner challenges the standard the agency employed in order to make its
determination. 118 Notably, in Mach Mining, the Supreme Court added that, absent judicial review, “the [agency's] compliance
with the law would rest in [its] hands alone” and that, notwithstanding an *234 agency's good-faith, “legal lapses and violations
occur ... especially so when they have no consequence.” 119
Here, similarly, the effects of preclusion of judicial review can be substantial and problematic. In the event that the PTAB
interprets the CBM definition in an overly broad manner (thereby, deciding to institute more CBM reviews than intended) and its
determination in this regard is precluded from review, patent owners with legitimate inventions could be deprived of the benefit
of their inventions, thus negatively impacting the incentive to innovate. 120 Conversely, in the event that review is precluded
and PTAB interprets the CBM definition in an overly narrow manner (thereby, deciding to institute fewer CBM reviews than
intended), suspect or invalid patents will remain issued, thus depriving the public of the benefit of using the patented methods
and burdening alleged infringers with expensive fines. Echoing the concern articulated by the court in Mach Mining regarding
unpoliced legal lapses, the effect of preclusion would be significant.

v. The Availability of Judicial Review Would not Undermine the Statutory Objectives
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In Block v. Community Nutrition Institute, 121 the Supreme Court found that individual consumers are precluded by statute
from obtaining judicial review of the marketing orders (which set the “minimum prices that handlers ... must pay to producers ...
for ... milk products” 122 ) in question. The Supreme Court noted that that it was clear from the statutory structure that Congress
intended for judicial review to be confined to suits brought by handlers, because such parties were explicitly entitled to judicial
review only after exhausting administrative remedies; 123 the statute in question contemplated a cooperative scheme among the
agency, producers, and handlers, under which consumer participation was not contemplated; authorizing review for consumers
could generate evasive results; and precluding consumers from review would not threaten the objective of the statute as handlers
have similar interests as those of consumers. 124
While, unlike patent grants, marketing orders do not confer a right or a privilege to individual consumers, 125 the principles
advanced in Block regarding *235 the availability of judicial review can be applied here. As stated above, it is not clear whether
such decisions are barred from review in the context of a review of a final written decision. The structure of the three tracks for
reviewing patents under the AIA can be probative of congressional intent for allowing eligible individuals to avail themselves
of those procedures. An attempt to evade the carefully structured procedures and to obtain review in other fora could be deemed
to be inconsistent with the objectives of the statute. The question presented in Versata does not implicate such circumstances.
Furthermore, in light of the above discussion related to the effects of preclusion, precluding judicial review could threaten the
objective of the administrative review regimes, which is to improve the quality of the patent system. 126

vi. The AIA Review Provisions are Distinct From Those Under Which Courts Have Found Preclusion of Judicial Review
In Lindahl, the Supreme Court noted that Congress employs “unambiguous and comprehensive” 127 language, that is, when
describing agency action, “final and conclusive for all purposes and with respect to all questions of law and fact[,]” when it
intends to preclude judicial review. 128 In Collins v. United States, 129 the Court found that judicial review under a statute,
which provided that the settlement of certain claims was “final and conclusive[,]” 130 was precluded on the basis of the finality
language and the long history of finding settlements of claims with military personnel to be barred from judicial review. 131
Also, in Harris v. Shinseki, 132 the Court found that judicial review of factual determinations was “strictly limited” by statute,
which provided that a court “may not review challenges to factual determinations or challenges to a law or regulation as applied
to the facts of a particular case.” 133
Under § 324(e), by contrast, the language of the applicable statutory review bar is not as comprehensive or specific as that in
the statutes in question in the Lindahl and Harris cases. 134 Also, while language of the statute in question in *236 the Collins
case can be considered to be similar to that in § 324(e), 135 unlike in Collins, there is apparently no history of barring appellate
review of institution decisions by the agency after issuance of the final decision. 136 To the contrary, as discussed above, preAIA cases provide support for the position that such review was available in the context of reviews of final decisions. 137
In sum, the presumption of judicial review has not been rebutted in these circumstances, and the outcome in the majority opinion
was sound.

B. Issues with the Court's Reasoning and a Proposed Alternative
While the outcome in the Versata case is sensible, the reasoning of the case, as defined by the test employed by the court, is
problematic, because, in applying it, courts can generate ill-reasoned results. This subsection presents an alternative that would
address the issues that could result from application of the CAFC's reasoning in prospective cases.
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As discussed in Part II.B, in its question presented, the CAFC asked whether the applicable judicial review, “when conducted
with regard to the final written decision, of PTAB compliance with any requirement that involves the ultimate authority of the
PTAB to invalidate a patent[,]” 138 and answered this question in the affirmative on the basis that the presumption of judicial
review was not rebutted. 139 The CAFC proceeded to ask whether the restriction of § 18 to CBM patents constitutes a limit
on ultimate invalidation authority, answering this question in the affirmative on the basis that the requirement that the patent
at issue be a CBM patent “defines PTAB authority to invalidate” under this regime. 140 In other words, the reasoning can be
described as follows: in the context of its review of the final written decision by the PTAB, a court may review any requirement
involving ultimate authority to invalidate a patent, and that the restriction of a review proceeding to a certain type of patent
constitutes such a limit on ultimate authority to invalidate.
The court's reasoning is problematic because the definition of “ultimate authority to invalidate” is unclear and can be applied in
an overly broad *237 manner. The dissenting opinion noted that the Cuozzo opinion 141 cannot be reconciled with the holding
in the Versata case. 142 The dissent reasoned that, in Cuozzo, the appellant alleged that the PTAB acted inconsistently with the
requirement to institute an IPR review on the basis of information presented in the petition by granting review “on the basis
of prior art not ‘presented in the petition.”’ 143 In the dissent's view, it follows that, such error “violated an indirect limit on
[PTAB's] ultimate authority to invalidate” as the PTAB was statutorily barred from instituting that review. 144 The dissenting
opinion noted that, under the majority's language, the fact that the error was cured during the course of the proceeding is a nonsequitur because the PTAB was barred from instituting that proceeding at the outset. 145 Indeed, following this reasoning, it is
plausible and conceivable that any statutory requirement that must be satisfied to institute a proceeding, such as procedural or
sufficiency of pleading requirements, can be found to fall within PTAB's ultimate authority to invalidate, because, under the
terms of the statute, the PTAB can only invalidate patents for which it institutes reviews in a manner that is consistent with the
statute. 146 Such a result could have the effect of rendering the applicable statutory review bar superfluous.
In order to address this issue, the CAFC could view the decision by PTAB to institute a CBM review as an act similar
to a final agency action, meriting review under the Administrative Procedure Act. 147 A final agency action is one which
will not be revisited and from which “legal consequences will flow.” 148 For example, in Bennett v. Spear, 149 the Court
found that an opinion and a statement issued by the Fish and Wildlife Service which marked the “consummation of [its]
decisionmaking [sic] process” 150 and specified the terms by which agencies must comply in order to ensure that their actions
are not “likely to jeopardize a listed species or adversely modify its critical habitat.” 151 Similarly, the PTAB's decision to
institute CBM review on the basis that, inter *238 alia, a patent qualifies as a CBM patent is not reconsidered at a later stage
of the proceeding. 152 Also, this decision carries legal consequences, because the transitional CBM review mechanism is only
available for CBM patents; 153 therefore, the accuracy of the agency's determination in this respect at the institution stage
necessitates the continuation of, or forms the very basis for, the trial proceeding.
If the agency were to treat PTAB's decision to institute a CBM review as a final agency action, meriting review, then it could
make logical sense, from an efficiency standpoint, for the CAFC to review the decision upon the institution stage, rather than the
final written decision stage. Indeed, it would be inefficient and contrary to one of the objectives of the CBM review proceeding,
to complete a trial process, only to be reversed on the basis of a “final” decision made at the institution stage of the proceeding.
Notably, however, the applicable statutory review bar provides that decisions at the institution stage are “final and
nonappealable.” 154 In order to find that the decisions at the institution stage, with respect to CBM reviews, can be immediately
reviewed, notwithstanding the review bar, a court would have to find that the statute is unclear, or congressional intent is unclear,
and the presumption of judicial review is not rebutted. 155 A court could find that some form of review is not precluded by the
review bar based on the following reasons. First, the statutory review bar does not apply to CBM reviews directly; instead it
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applies by incorporation. 156 Second, the review bar, which is found in the PGR section, provides that decisions made by the
PTAB under the applicable section shall be “final and nonappealable.” 157 The section refers to the thresholds for authorizing
PGR and to timing and notice requirements. 158 A CBM review is distinct in that it only applies to patents that can be defined
as CBM patents within the meaning of the ALA; 159 as such, the institution decision is based on the PTAB's determination
with respect to the threshold requirement and with respect to the patent's qualification as a CBM patent, meriting review under
the program in the first place. 160 *239 The statutory review bar does not explicitly state the second point because it pertains
to PGRs and applies to CBM reviews through incorporation by reference. 161 Third, the statutory language is not the type of
“unambiguous and comprehensive” 162 language that Congress has employed in statutes in which preclusion was found. 163
For example, the review bar does not provide that the agency decisions shall be “final and conclusive for all purposes and
with respect to all questions of law and fact; and ... not subject to review by another official of the United States or by a court
by mandamus or otherwise.” 164 Fourth, as discussed above, in Part III(A)(d), the consequences of preclusion are substantial.
Those consequences apply regardless of whether the PTAB's decision with respect to the definition of a CBM patent is reviewed
at the final or institution stage.
In sum, under the applicable legal framework provided inthis case of first impression, there are persuasive legal and policybased reasons (such as efficiency considerations) to find that some form of immediate review of PTAB's decision to institute
CBM patents is not precluded by the statutory review bar. The CAFC could find that questions of law (i.e. the manner in which
the statutory definition of CBM is interpreted by the PTAB or the statutorily-excepted “technological inventions” are defined by
regulations promulgated by the USPTO) reviewable while questions of fact are not. On September 10, 2015, Versata requested
the CAFC for rehearing and/or rehearing en banc to decide some of these issues. 165 The CAFC denied this request on October
*240 15, 2015. If the request had been granted, the CAFC would have had the opportunity to address these issues.

Conclusion
In the longstanding Versata case, the CAFC has clarified critical issues of first impression regarding the scope of judicial review
in CBM review proceedings. From a broader perspective, this jurisprudence could inform the court's role in reviewing action
by the executive branch with respect to rights conferred on patent owners and with respect to efforts to enhance the quality of
the patent system as a whole. Still more, the judicial reviewability analysis could provide useful insights regarding the court's
interpretation of legislative texts, including the level of deference a court ought to accord to Congressional intent. In light of
the implication of the judicial, executive, and legislative branches of the government in this matter, the principles advanced
in Versata can be applied to enhance understanding of the distinct roles of each of the three branches of government of the
United States.
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sought in Versata I.)
Petition for Panel Rehearing and/or Rehearing En Banc at 1, (No. 14-1145).
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