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Signed into law on Sept. 16, 2011, the America Invents Act brought 

significant change to the United States patent system, including shifting 

the U.S. to a first-inventor-to-file system more in line with the rest of the 

world. 

 

But the AIA implemented many more changes, and patent litigators and 

courts alike have spent the last decade navigating these waters, 

endeavoring to give clearer meaning to Congress' words. 

 

To mark the 10-year anniversary of the AIA's passage, this article 

provides insights into two such AIA-implemented issues: (1) patent 

marking, and (2) joinder of unrelated defendants. 

 

Drawing on the past decade of legal authority, we briefly summarize how 

the AIA altered these issues and offer some suggestions for patent 

practitioners. 

 

Patent Marking 

 

Section 287(a) of the Patent Act encourages patentees to give notice that 

a commercial product embodies a patented invention by "marking" the 

commercial product with the patent number.[1] 

 

Prior to the AIA, patent marking was accomplished by affixing the patent number on the 

product, or packaging if not possible to mark the product itself. This method of marking 

created manufacturing challenges and — most significantly — increased the risk of being 

accused of falsely marking a product when the listed patent lapsed, expired or was 

invalidated. 

 

These risks came to a head in the wake of the U.S. Court of Appeals for the Federal Circuit's 

2009 decision in Forest Group Inc. v. Bon Tool Co. 

 

Prior to the AIA, the false marking statute specified a fine of $500 and allowed any person 

to sue for false marking and collect a portion of that fine "for every such offense."[2] 

 

In Forest Group, the Federal Circuit held that "every such offense" meant $500 fine for each 

falsely marked product.[3] This created a flood of so-called false marking trolls — 

individuals and corporate entities who scoured the landscape, waiting to pounce on 

patentees who dared to mark their products with expired patent numbers in the hopes of 

profiting handsomely for being the first to point out these mistakes.[4] In some instances, 

these suits were filed within days of a patent expiring.[5] 

 

The AIA sought to address these issues in two ways: first, by amending the false marking 

statute to limit significantly the individuals who could bring false marking claims against 

patentees; and, second, by permitting virtual patent marking. However, risks still remain. 
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False Marking Claims 

 

The AIA implemented significant changes to the law of false marking by eliminating the qui 

tam provision of Title 35 of the U.S. Code, Section 292(b), which permitted any person or 

company purporting to act on behalf of the general public to collect statutory damages for 

products that were falsely marked. 

 

As amended by the AIA, Section 292(a) specifies that "[o]nly the United States may sue 

for" for false marking.[6] In place of the prior qui tam provision, Section 292(b) now limits 

the damages that private citizens can collect and only authorizes actions for damages by 

any person "who has suffered a competitive injury as a result of" any false marking.[7] 

 

Since these revisions, courts have interpreted the language of Section 292(b) to require 

that the competitive injury be caused by the false marking.[8] While the parties' status as 

direct competitors can help establish that causation,[9] it may be more difficult to prove 

competitive injury in instances where there is no direct competition. 

 

However, where the false marking prevented a party from entering the market, this may be 

used to help establish causation. 

 

For example, in Sukumar v. Nautilus Inc. in 2015, the Federal Circuit recognized that 

"potential competitors" might suffer competitive injuries if false marking actually prevents 

them from entering a market, but rejected as "too speculative" the argument that the AIA 

confers standing "upon any entity that claims a subjective intent to compete."[10] 

 

Instead, the Federal Circuit clarified that a "potential competitor may suffer competitive 

injury if it has attempted to enter the market," where an "attempt is made up of two 

components: (1) intent to enter the market with a reasonable possibility of success, and (2) 

an action to enter the market."[11] 

 

Thus, there may be consequences for failing to carefully mark products in highly competitive 

markets. Fortunately, the AIA also provided an easy solution to keep marked products up to 

date. 

 

Virtual Marking 

 

The AIA also amended Section 287(a) to permit virtual marking of patented products. To 

virtually mark, the patentee need only affix the word patent (or the abbreviation "pat.") to 

the product or, if the product itself cannot be marked, to its packaging. The patentee may 

then include a web address that will direct the public to a free site that identifies the patent 

number(s) applicable to that product. 

 

Virtual marking in this manner allows patentees the flexibility to continuously update which 

patents cover particular products, thereby thwarting efforts of would-be false-marking trolls 

seeking to capitalize on patentees who may use outdated product labels or packaging. 

 

Over the past decade, courts have provided guidance on what constitutes proper virtual 

marking. For example, patentees seeking to avail themselves of the virtual marking should 

avoid the following: 

• Listing patent numbers on a webpage without also marking the protected product 

with the webpage address and the word "patent" (or the like);[12] 
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• Using a webpage with patent associations that are difficult for the public to 

comprehend;[13] 

 

• Marking only the product's packaging, and not the product, where it is possible to 

mark the product itself with the patent information;[14] and 

 

• Not sufficiently associating the listed patents with the products to which they pertain, 

such as by including only a table of patent numbers and titles on a webpage without 

including product information, or lumping all products together as "[Company's] 

products,"[15] by including on a webpage a datasheet containing several patent 

numbers and referring the public to the website homepage to obtain product 

information,[16] and by utilizing a webpage that lists the category of products 

covered by each patent but not the specific patents associated with each covered 

product.[17] 

 

Thus, patentees should maintain an up-to-date patent inventory on any linked website, take 

steps to clearly indicate which products are covered by which patents, and be sure that the 

product itself is actually marked. Patentees would also do well to regularly review their 

patent portfolios to ensure that all products are correctly associated with the proper 

patents, and remove patents that have expired or are otherwise no longer enforceable. 

Taking these steps may help to avoid potential false marking pitfalls. 

 

Misjoinder of Defendants 

 

The AIA also altered the permissive joinder of parties in patent suits. Prior to the AIA, a 

plaintiff could sue near-limitless numbers of defendants in the same action simply based on 

allegations that they infringed the same patent(s). This led to such outrageous situations as 

having over 1,000 defendants in the same action.[18] 

 

However, the AIA now limits patentees' ability to sue multiple, unrelated accused infringers 

in a single infringement suit in district court.[19] Specifically, current Section 299 limits 

naming additional accused infringers to situations where the parties are accused of "making, 

using, importing into the United States, offering for sale, or selling of the same accused 

product or process."[20] 

 

In the decade since the AIA's enactment, courts have interpreted what relationships 

between parties permit joinder in a single suit under Section 299. For instance, parties that 

work together in making and selling the same accused product (such as one company 

manufacturing an accused product and another selling it) fall within the scope of permissible 

joinder.[21] 

 

Additionally, in instances where parties make various accused products or processes, but 

where the products or processes have a sufficient degree of technical relatedness such that 

the infringement accusations share common questions of fact, it may be possible for Section 

299 joinder to apply.[22] 



 

For example, in NFC Technology LLC v. HTC America Inc., the U.S. District Court for the 

Eastern District of Texas in 2015 denied HTC's motion to dismiss for improper joinder where 

HTC argued that its joinder with other defendants failed to satisfy Section 299 because the 

products manufactured and sold by the defendants were different.[23] The court noted that 

such an interpretation was an "overly narrow reading" of the "same accused product" 

language of Section 299 and found that "[d]iverse products using identical component parts 

are often held to meet the joinder standard."[24] 

 

Where joinder is clearly not permitted under Section 299,[25] there are still strategies 

available to maximize efficiency. Such strategies include seeking consolidation of the various 

actions for pretrial purposes under Federal Rule of Civil Procedure 42(a), such as for claim 

construction and summary judgment proceedings, or seeking to use the multidistrict 

litigation procedures of Title 28 of the U.S. Code, Section 1407. Consideration should also 

be given to whether bringing a multiple-defendant action at the U.S. International Trade 

Commission, instead of in district court, may be appropriate and a more desirable option. 

 

On the other side of the "v.," accused infringers should be mindful of potential cost savings 

by seeking out other parties accused of infringing the same patents and considering 

establishing a joint defense group that can share litigation strategies, prior art or even 

expert witnesses. Additionally, when several accused infringers are entitled to their own 

trials or dispositive motions, there are multiple opportunities to invalidate a patent, so early 

and continued coordinate may lead to large gains. 

 

Conclusion 

 

Even with 10 years of guidance on these seemingly simple issues, the above serves as a 

reminder that patent law is ever-shifting. Navigating this exciting area requires recognition 

that the only constant is change. 
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