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US Patent Infringement Actions — Agenda

> How do | choose which patents to assert?

> Where should | file my patent infringement case?

> What work should | do before filing?

> How much can | collect in damages if | win?
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How Do | Choose Which Patents to Assert?

« Specific competitors?
?
Who Are My Ta rgets. « Broad chunks of the industry?

e Increase/retain market share?

What Are My Goals? - Monetize patents through

licensing revenue?

« Billable hour/fixed/contingency

How Much Will It Cost? fee arrangement with law firm?
 Third-party funder?
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How Do | Choose Which Patents to Assert?

Considerations

Scope of Claims — Likelihood of
Infringement

Scope of Claims — Likelihood of Validity

Remaining “Life” of Patent (Potential
Damages)

Well-Written Specification /
“Clean” Prosecution History
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Scope of Patent Claims:
Balancing Infringement and Validity

16. An imaging device having an image element, said

image element comprising:

a photoresponsive element providing electric charge
in response to incident light flux,

a charge storage element receiving and storing elec-
tric charge from said photoresponsive element,

a gain control element interposed between said pho-
toresponsive element and said storage element,

a charge drainage swiich when closed connecting
said charge storage element to a charge drain
therefor,

a logic gate having a pair of inputs and controlling
said charge drainage switch dependent upon
whether said pair of inputs carry like or dissimilar
signals,

an output amplifier providing an output voltage level
indicative of charge stored on said charge storage
element, and

an output switch having a control input which is one
of said pair of inputs and when closed connecting
said output voltage level to an output signal con-
ductor.

Claims Too Broad: More

Likely to Have Validity Issues

Broad Claims: Better

Infringement Read

.
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Where Should | File My

Infringement Case?

77N\
Possible Patent Forums in
the United States /\
N S Sta rts

N~

/7 O\

United States International
Trade Commission (ITC)

NS
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Filing a Patent Case at the ITC

Benefits to ITC Investigations Drawbacks to ITC Investigations
Fast resolution (~16 months) Need to prove a domestic industry
Expansive discovery Infringing articles must be imported into

o the United States
Can accuse unrelated parties in the same
case No monetary damages

Exclusion orders are powerful leverage No preclusive effect
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Filing a Patent Case in District Court

Benefits to District Court Drawbacks to District Court
Monetary damages for infringement, in Proceedings can be slow (3+ years,
addition to injunctions depending on the district)
No need to prove a domestic industry Jury trials have a lot of uncertainty
Right to a jury trial Limited to certain districts by venue laws
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Filing a Patent Case in District Court: Venue

“The patent venue statute, 28 U.S.C. § 1400(b), provides
that ‘[a]lny civil action for patent infringement may be brought
in the judicial district where the defendant resides, or where
the defendant has committed acts of infringement and has a
regular and established place of business.”

IC Heartland LLC v. Kraft Foods Group Brands LLC,
137 S. Ct. 1514, 1516 (2017) (emphasis added)
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What Work Should | Do Before Filing?

Choose "Pool” of Patents to Assert

Draft Infringement Claim Charts

Search for Prior Art
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What Work Should | Do Before Filing?

Choose "Pool” of Patents

to Assert

Rank by strength in infringement, validity,
damages, and specification/prosecution history

J

7

.

Discuss pros/cons of each patent with US counsel

N

J

12
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What Work Should | Do Before Filing?

Draft Infringement Claim Charts

For each patent, choose at least one representative claim
and representative product.

Search for publically available evidence: product manuals,
news articles, company websites/marketing materials.

If possible, obtain samples of accused products.
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What Work Should | Do Before Filing?

Search for Prior Art

Consider engaging a search firm.

Search for specific companies’ patents as well
as using broad search terms.

Don’t forget to look for prior art products
(including your own)!
14 MAYER|BROWN




Liability Considerations

‘ Which Patents to Assert
‘ Which Forum to File In
‘ What Pre-Suit Work to Undertake
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How Much Can | Collect in Damages?

If successful, patent owners can receive “damages adequate to compensate for the
infringement, but in no event less than a reasonable royalty.”

In addition, in certain circumstance, the court may increase the damages by up to
three times.

The court may also award attorneys’ fees to the winning party in exceptional cases.
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How Much Can | Collect in Damages?

Types of Damages

Lost Profits

Reasonable Royalty

Enhanced Damages

MAYER I BROWN



How Much Can | Collect in Damages?

In order to obtain lost profits, a patent owner must show:
Demand for the patented product;
Absence of acceptable non-infringing alternatives;
Manufacturing and marketing capability to exploit the demand; and

Amount of profit patent owner would have made "but for” the infringement.
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How Much Can | Collect in Damages?

How to determine the reasonable royalty damages?

Commonly Used Approach: Hypothetical Negotiation (Georgia-Pacific factors)

1. Takes place just prior to the first instance of infringement.

2. The negotiation is over a non-exclusive license.

3. Willing participants both accepting that the patent is valid and infringed.
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How Much Can | Collect in Damages?

How are enhanced damages determined?

Halo Electronics v. Pulse Electronics, Inc., 136 S. Ct. 1923 (2016):

Appropriate only for egregious behavior.

E.g., conduct that is willful, wanton, malicious, bad-faith, deliberate,
consciously wrongful, or flagrant.

District courts granted broad discretion to increase up to three times.

Recent example: On Oct. 5, 2020, Cisco Ordered To Pay $1.9B in Damages

Judge Henry Coke Morgan Jr. of the Eastern District of Virginia awarded
Centripetal $755.8 million in damages and multiplied that amount by 2.5
based on his conclusion that "this is an egregious case of willful misconduct.”

20 MAYER BROWN



How Much Can | Collect in Damages?

What are the information needed for calculating damages?

FRCP 26(b)(1): “Parties may obtain discovery regarding any non-privileged matter
that is relevant to any party’s claim or defense and proportional to the needs of the
case.”

Commonly requested information include:
Sales and cost data, sales projections, product pricing documents
Financial reports including profit-and-loss statements
Business plans, market research reports, and marketing materials
Information on product manufacturing and distribution, including capacity
Information on prior licenses and negotiations

Documentation referencing any asser'gﬁad patents MAYER | BROWN



How Much Can | Collect in Damages?

What is the role of the damages/financial expert?

Expert witnesses are necessary when a party must present evidence that is
reasonably considered to be outside a juror's common knowledge, or “beyond
the ken of the ordinary lay person.”

Economists or financial experts may testify on issues such as:

Market definition and market share, demand for the patented product, the acceptability of
non-infringing alternatives, distribution channels, price elasticity, profitability, the value of the
invention or the apportionment of the patented invention to the value of the product or
process, and licensing royalties for comparable products.

The application of the Panduit test and/or the Georgia-Pacific factors and the expert's
conclusion, e.g., how the market would have behaved if defendant had never released the
infringing product on the market, or a royalty expressed as a percentage of defendant’s
sales, a per unit amount, or a flat sum.

Ultimate opinions on the measure of lost profits and/or reasonable royalties.
22 MAYER I BROWN
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Preparatory Work Before
Initiating Patent Litigation in
China

Hans SHE 2020-10-24
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Identification of Plaintiff(s)

Not only patentees, but also “interested
parties” may initiate patent infringement
lawsuits

Factors to be considered:

> Be it a foreign-related or entirely domestic case
» Calculation of damages

» Different procedural requirements for

legalization
» Availability of legal representative and Takeaway: a licensee shall have
. authorization of “substantive” right to
witnesses be a plaintiff
» Number of representative attorneys FANGDA PARTNERS
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Determination of Defendant(s)

Sole defendant v. Co-defendants

Parties that may be joined as co-

defendants include:

>

YV V V VYV VY

Takeaway: depending on case scenarios,
sometimes, it is more advisable to sue

a sole defendant that may not
vigorously defend itself

Manufacturer

Seller

Advertiser

E-commerce platform

Trade show organizer

Sole shareholder or actual controller of a

corporate defendant

FANGDA PARTNERS
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Factors to be Considered in Determining Defendants

» Financial capacity of defendants

» Possible jurisdiction

» Sophistication of defendants

» Other factors

Takeaway: besides the three specific IP courts, courts
in Nanjing, Shenzhen, Hangzhou, Suzhou and
Ningbo also appear to be reliable

FANGDA PARTNERS
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Procedural Documents

Common Procedural Documents

> Certificate of Good Standing

» Power of Attorney

> Certificate of Legal Representative

» Board Resolution

Takeaway: it is advisable to specify in the power of
attorney that the Chinese lawyers shall have the
authorization to prepay litigation fees and take
refunds

FANGDA PARTNERS
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Evidence Collection

There is no “discovery” under Chinese law,
so plaintiffs have to front-end investigation
work for evidence collection

Common ways include:
> Preservation of defendant’s website and social
media accounts
» Disguised on-site visit
> Notarized sample purchase of infringing

products L . .
Takeaway: it is advisable to ride on a

» Notarization of defendant’s trade show governmental authority for evidence

: : collection
» Evidence preservation through court or other

FANGDA PARTNERS
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Validity Test

> Validity test is a must for design or utility

model patent

> It is also highly advisable for invention patent

> Brief introduction to bifurcated patent system

Takeaway: as China follows the standard of global novelty
and inventiveness, it is advisable to team up with patent
attorneys across globe to cover main IP offices

FANGDA PARTNERS
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Claim Chart

» In anticipation of invalidation, it is advisable to allege

infringement for as many as claims

> It is not necessary to go into all details

> Itis OK to mark infringement under equivalents as

“literal infringement”

Takeaway: the disassembly of infringing product shall
also be notarized

FANGDA PARTNERS
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Civil Complaint

Usually, a civil complaint is a succinct legal document,
which is merely a couple of pages

Takeaway: some courts may request the legal
representative of plaintiff to hand sign civil complaint

FANGDA PARTNERS
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Speaker

Hans SHE
Partner at Fangda Partners
1356 400 4915

hshe @fangdalaw.com

Mr. She is a specialized IP litigator with high confidence
and competitive spirit. He was one of top IP Chinese
lawyers with extensive experience assisting foreign IP

right holders with enforcing their portfolio in China.



Determination of Damages in
Patent Litigation in China

Giant HU 2020-10-14
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Contents

» Several Methods to Determine Damages
» Legislation Trend to Strengthen Punishment

» Procedural Mechanisms to Prove Damages
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l. Several Methods to Determine Damages
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Patent Law, Art.65

> Actual losses of patentee
> lllegal profits of Infringer
» Multiples of license fees
» Reasonable expenses

> Statutory damages

> Stipulated damages

FANGDA PARTNERS
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. Legislation Trend to Strengthen Punishment
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Civil Code, Art.1185

The infringed party may claim punitive
damages, where an infringement upon
intellectual property is conducted on

purpose and the circumstances of the

Infringement are serious.

FANGDA PARTNERS
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Patent Law (Draft Amendment)

Legislation plan for the year of 2020
> Amendment of Patent Law
» Multiple of license fees (< 5 times)

« Statutory damages (< ¥ 5 M)

FANGDA PARTNERS
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I1l. Procedural Mechanisms to Prove Damages
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Methods to Prove

Opinions on Comprehensively Strengthening Judicial Protection for
IP (2020), Para.12

» Government records: tax records, financial reports...

> Infringer’s records: financial data showed in financial reports of
listed co., on infringer’s websites, or on an e-biz platform...

» Industrial data: industrial average profits...

FANGDA PARTNERS
FiE JEEF B 5 AT



Evidence Submission Order

Several Provisions concerning Evidence in Civil
Litigation (2020) , Rule 45-48

> |dentification of evidence

» Evidence controlled by the accused infringers
» Need and importance of the fact to be proven

» Disputed facts being proven

FANGDA PARTNERS
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Speaker

Giant HU
Partner at Fangda Partners
1391 663 6722

giant.hu@fangdalaw.com

Dr. Hu is specialized in dispute resolution, especially in
intellectual property law, competition law, anti-trust law,

and other complex fields.



Thank you for your attention!

Questions?
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